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Nominative and Descriptive Fair Use
The Eleventh Circuit does not appear to have expressly adopted the “nominative fair use” defense. In Int’l Stamp Art, Inc. v. U.S. Postal Serv., 456 F.3d 1270 (11th Cir. 2006). However, the Court cited the leading Ninth Circuit case on the issue with approval, and recited the three elements above. Id. at 1277 (citing New Kids on the Block v. News Am. Publ’g, Inc., 971 F.2d 302, 308 (9th Cir. 1992)).
Descriptive fair use by the Defendant of either the Plaintiff’s trademark or the words making up the Plaintiff’s trademark may be justified under either of two theories. First, Section 33 of the Lanham Act recognizes as a defense to the conclusive evidentiary presumption attaching to an incontestably registered trademark that a defendant is using a personal name “in his own business” or other words “fairly and in good faith only to describe the [associated] goods or services… or their geographic origin.” 15 U.S.C. § 1115 (2006). Second, the common law preserves defendants’ ability to use personal names and descriptive terms in their primary descriptive sense. See generally KP Permanent Make-Up, Inc. v. Lasting Impression I, Inc., 543 U.S. 111, 125 S. Ct. 542, 160 L. Ed. 2d 440 (2004); Pure Foods, Inc. v. Minute Maid Corp., 214 F.2d 792 (5th Cir. 1954); Creamette Co. v. Conlin, 191 F.2d 108 (5th Cir. 1951).
Abandonment
The statutory basis of this defense is Section 33 of the Lanham Act, 15 U.S.C. § 1115 (2006). A finding that a trademark has been abandoned means that the Plaintiff no longer has valid rights as of the date of abandonment. Nevertheless, because the Plaintiff may have acquired new rights to its trademark by resuming the use of its trademark after the initial abandonment took place, a jury finding that a registration is subject to cancellation on this ground is not dispositive of the Plaintiff’s rights, and the jury therefore evaluate whether the Plaintiff has proven valid rights to the claimed trademark independent of the registration. The Plaintiff’s resumption of a trademark’s use after abandonment will not allow the Plaintiff to claim valid rights that date back to its original use; rather, the new rights will date only from the resumed use. See generally AmBrit, Inc. v. Kraft, Inc., 812 F.2d 1531, 1549-50 (11th Cir. 1986).
Eleventh Circuit case law suggests that a defendant alleging that a plaintiff has abandoned its trademark faces a high burden: “[T]he burden a defendant bears on the affirmative defense of abandonment is, in fact, ‘strict.’ Because a finding of abandonment works an involuntary forfeiture of rights, federal courts uniformly agree that defendants asserting an abandonment defense face a ‘stringent,’ ‘heavy,’ or ‘strict burden of proof.’” Cumulus Media, Inc. v. Clear Channel Commc’ns, Inc., 304 F.3d 1167, 1174 (11th Cir. 2002) (citation omitted) (footnote omitted); see also Conagra, Inc. v. Singleton, 743 F.2d 1508, 1516 (11th Cir. 1984) (“The defense of abandonment is one for which we require strict proof.”); Citibank, N.A. v. Citibanc Grp., 724 F.2d 1540, 1545 (11th Cir. 1984) (affirming finding that defendants had failed to carry the “strict burden of proof applicable to abandonment claims”). The court has not, however, expressly held that abandonment must be shown by clear and convincing evidence.
